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DETAILED ACTION 

1 . Claims 1-16 have been examined with a priority date of December 23, 2002. 
The claims in the present application are broader in scope than those in US Patent # 
6,091 ,408 and are rejected as set forth below. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A temninal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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3. Claim 1 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 6,091,408. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because of the following reasons: 



Claim 1 of US Patent 6,091,408 


Claim 1 of Instant application 
10/620,656 


a method of presenting a set of 
information units comprising the steps 
of- 


a method of presenting a set of 
information units comprising the steps 

of: 


A) providing a first presentation unit 
positioned to be viewed by a person 
controlling the presentation of 
information units on a second 
presentation unit, 


A) providing a first presentation unit 
positioned to be viewed by a person 
controlling the presentation of 
information units on a second 
presentation unit. 


B) positioning the second presentation 
unit to be viewed by an audience 


B) positioning the second presentation 
unit to be viewed by an audience 


\j) pr^o^niiriy uii uiss iiiqi |jic7dc7iiiciiiuii 

unit a first information unit from the set 
which a candidate to be presented on 
the second presentation unit and if 
desired selecting it to be presented on 

iri6 ocouiiu pmooi iiciLivji 1 uiHi, 


n\ Dresentinn on the first oresentation 
unit a first information unit from the set 
which a candidate to be presented on 
the second presentation unit and if 
desired selecting it to be presented on 
thp ^prond orp^pntation unit* 


nresentina the first information unit 
on the second presentation unit if it is 
selected for presentation 


D) presenting the first information unit 
on the second presentation unit if it is 
selected for presentation 


E) while presenting the first information 
unit on the second presentation unit, 
presenting on the first presentation unit 
a second information unit from the set 
which is a candidate to be presented 
on the second presentation unit and if 
desired selecting it to be presented on 
the second presentation unit; 


E) while presenting the first information 
unit on the second presentation unit, 
presenting on the first presentation unit 
a second information unit from the set 
which is a candidate to be presented 
on the second presentation unit and if 
desired selecting it to be presented on 
the second presentation unit; 


F) presenting the second information 
unit on the second presentation unit if it 
is selected for presentation, wherein 
the first information unit is replaced by 
the second information unit; 


F) presenting the second information 
unit on the second presentation unit if it 
is selected for presentation, wherein 
the first information unit is replaced by 
the second information unit; 


G) controlling the presentation of 


G) controlling the presentation of 
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information units on the first and 

II If vl IIICIllWll UlllllO ^11 11 Iw 

second presentation units using one or 
more computers 


information units on the first and 

II II \^ flit wi V 1 \^ 1 i \^ f f 1 % %^ 1 • *i f ■ • • » w • 

second presentation units using one or 
more computers 


H) grouping information units into sets, 
and displaying on the first presentation 
unit a list of names of the information 
units that can be accesses and 
displayed; and 




1) selectively displaying only those 
names of sets that are desired for 
access during a given time period so 
that the names of sets that are not 
desired for access during the given 
time period are hidden from view. 





Note the comparison above, claim 1 of the instant application 10/620,656 is not 



patentably distinct from claim 1 of US Patent 6,091 ,408 because Claim 1 of the instant 
application is broader than claim 1 of US Patent 6,091 ,408. For example, claim 1 of 
the instant application 10/620,656 does not include the limitations of "grouping 
information units into sets, and displaying on the first presentation unit a list of names of 
the information units that can be accesses and displayed" and "selectively displaying 
only those names of sets that are desired for access during a given time period so that 
the names of sets that are not desired for access during the given time period are 
hidden from view" as recited in claim 1 of US Patent 6,091,408. It would have been 
obvious to have to remove those limitations where those functionalities are not needed. 
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Claim Rejections ■ 35 USC § 102 

4. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
anottier filed in tiie United States before ttie invention by ttie applicant for patent or (2) a patent 
granted on an application for patent by another filed in ttie United States before tfie invention by tiie 
applicant for patent, except ttiat an international application filed under the ti^eaty defined in section 
351(a) shall have the effects for purposes of tiiis subsection of an application filed in tiie United States 
only if tiie international application designated tiie United States and was published under Article 21(2) 
of such ti-eaty in ttie English language. 



5. Claims 1-2, 5-8, and 16 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Howell et al. (US Patent 5767897) hereinafter "Howell". 



As for claims 1 and 16, 

Howell discloses a method of presenting and displaying a set of information units 
comprising ttie steps of: 

providing a first presentation unit positioned to be viewed by a person 
controlling the presentation of information units on a second presentation 
unit (Fig. 1, column 1 line 25 to column 2 line 10, column 7 line 40 to column 16 line 20 

Howell discloses a video conferencing system, wherein a presenter previews the 
information on one display that will be provided to an audience on a second display), 

positioning the second presentation unit to be viewed by an audience (Fig. 1-> 
Howell pictorially discloses a second display for viewing by an audience) ; 



Application/Control Number: 10/620,656 
Art Unit: 2176 



Page 6 



presenting on the first presentation unit a first information unit from the 
set which is a candidate to be presented on the second presentation unit and if 
desired selecting it to be presented on the second presentation unit (column 1 line 25 
to column 2 line 10 -> Howell discloses the presenter previewing the information to be 
displayed on the display that will be presented to the audience, upon the presenter 
touching a switch the presenter's information will be transferred to the audience's 
display screen); 

presenting the first information unit on the second presentation unit if it is 
selected for presentation (column 1 line 25 to column 2 line 10, column 7 line 40 to 
column 16 line 20 Howell discloses upon the presenter touching a switch the 
presenter's information will be transferred to the audience's display screen); 

while presenting the first information unit on the second presentation unit, 
presenting on the first presentation unit a second information unit from the set which is 
a candidate to be presented on the second presentation unit and if desired selecting it 
to be presented on the second presentation unit (column 1 line 25 to column 2 line 10, 
column 7 line 40 to column 16 line 20 Howell discloses while information is being 
displayed to the audience, the presenter can preview a new set of information before 
presenting that information to the audience); 
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presenting the secx>nd information unit on the second presentation unit if it is 
selected for presentation, wherein the first information unit is replaced by the second 
information un/f (column 1 line 25 to column 2 line 10, column 7 line 40 to column 16 
line 20 Howell discloses when a presenter touches a switch the information that is 
being viewed by him/her will replace the Information that is currently being viewed by 
the audience); and 

controlling the presentation of information units on the first and second 
presentation units using one or more computers (column 3 lines 5-30, Figs. 1-2 
Howell discloses that a computer is included in the control section of the video 
conferencing system). 

Howell discusses a main screen mode where the presenter's screen displays a 
preview area and a presentation area (Fig. 2, columns 7-16). The presenter may 
control many units of information to be displayed on the audience's display (column 5 
line 60 to column 6 line 40). 

As to claim 2, 

Howell discloses wherein there is provided one or more additional presentation 
units and including the step of controlling the presentation of a candidate information 
unit so that it can be selectively presented on any combination of the second 
presentation unit or the additional presentation units {F\g. 1 column 3 line 5-30 
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Howell discloses that the presenter's information can be displayed on a plurality of 
remote sites). 

As to claim 5, 

Howell discloses enhancing an information unit displayed on tfie first 
presentation unit while the same information unit is displayed on the second 
presentation unit and providing that the enhancements are viewed on both the first and 
second presentation units (Fig 4, columns 16-17 -> Howell discloses the presenter 
being able to edit the information being displayed to the audience). 

As to claim 6, 

Howell discloses displaying the same selected information unit on both the first 
and second presentation units at the same time (Figs 2-3, column 5 line 60 to column 6 
line 40 -> Howell discloses that the presentation information can be displayed to the 
presenter and audience simultaneously). 

As to claim 7, 

Howell discloses displaying on the first presentation unit a list of information unit 
names corresponding to information units in the set, selecting one of the information 
unit names, and displaying as the first information unit an information unit 
corresponding to the information unit name selected (column 1 5 lines 45-65 -> Howell 
discloses showing a selectable list of files). 



Application/Control Number: 10/620,656 
Art Unit: 2176 



Page 9 



As to claim 8, 

Howell discloses displaying a list of names of information units that have been 
selected for display (column 1 5 lines 45-65 -> Howell discloses showing a selectable 
list of files for display). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in wrfiich the invention was made. 

7. Claims 3-4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Howell in view of Allen et al. (US Patent 5473744) hereinafter "Allen". 

As to claim 3 and 4, 

Howell does not explicitly teach a courtroom location and a jury audience, but 
Allen does teach a courtroom setting (Fig. 1, column 2 line 50 to column 3 line 25 
Allen teaches a courtroom setting, with counsel as the presenter and the judge and jury 
as the audience, which all have presentation units to view). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the presentation method of Howell to the courtroom 
setting of Allen in order to enhance the effective presentation of information or 
evidence . 

8. Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Howell in view of Ludwig et al. (US Patent 5758079) hereinafter "Ludwig". 

As to claim 9, 

Howell does not explicitly teach additional control presentation unit and selecting 
the information units to be displayed either by reference to the first presentation unit or 
by reference to the additional control presentation unit. However. Ludwig does teach 
additional control presentation unit and selecting the information units to be displayed 
either by reference to the first presentation unit or by reference to the additional control 
presentation unit (column 26 line 20 to column 27 line 28 Ludwig teaches 
participants may control an information unit). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the teaching from Ludwig of allowing additional 
control units and sending text messages in Howell's method in order for participants to 
. better share information among users. 
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As to claim 10, 

Howell does not explicitly teach providing a separate computer and sending a 
first text message from the location of the separate computer and displaying the 
message on the first presentation unit. However, Ludwig does teach providing a 
separate computer and sending a first text message from the location of the separate 
computer and displaying the message on the first presentation unit (column 26 line 20 
to column 27 line 68 Ludwig teaches sending annotations including text messages 
to snapshots). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the teaching from Ludwig of allowing additional 
control units and sending text messages in Howell's method in order for participants to 
better share information among users. 

As to claim 1 1 , 

Howell does not explicitly teach sending a second text message from location of 
the first presentation unit in response to the first text message and displaying the 
second text message on the separate computer. Ludwig does teach sending a second 
text message from location of the first presentation unit in response to the first text 
message and displaying the second text message on the separate computer (column. 
26 line 20 to column 27 line 68 -> Ludwig teaches sending annotations including text 
messages to snapshots). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the teaching from Ludwig of allowing additional 
control units and sending text messages in Howell's method in order for participants to 
better share information among users. 



9. Claims 12 and 1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Howell et al. (US. Patent 5767897) in view of Allen et al. (US Patent 5473744) as 
applied to claims above, and further in view of Ludwig et al. (US Patent 5758079). 

As to claim 12, 

Howell does not explicitly teach a courtroom setting and a jury audience, but 
Allen does teach a courtroom setting (Fig.1, column 2 line 50 to column 3 line 25). It 
would have been obvious to one skilled in the art at the time the invention was made to 
display information to a jury and judge in a courtroom in order to enhance the 
effectiveness of information or evidence. 

Moreover, Allen does not explicitly teach introducing information units into the 
networl< for display on one of the presentation units wherein the introduced information 
units are stored in a location outside of the courtroom. However, Ludwig does teach 
introducing information units into the network for display on one of the presentation units 
wherein the introduced information units atre stored in a location outside of the 
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courtroom (column 8 line 50 to column 9 line 33, column 30 line 15 to column 31 line 50 
Ludwig discloses storing information on a network for display different from a location 
of the workstation). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to store information outside a courtroom in order to reduce bulky or 
expensive hardware in a public location. 

As to claim 13, 

Ludwig teaches participants may control an information unit (column 26 line 20 to 
column 27 line 68). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the teaching from Ludwig of allowing additional 
control units and sending text messages in Howell's method in order for participants to 
better share information among users. 

10. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Howell as applied to claims above, and further in view of Welters, Jr.et al. (US 
Patent 5826252) hereinafter "Wolters". 
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As for claim 14 and 15, 

Howell teaches a list of names (column 15 lines 45-65, but does not explicitly 
teach grouping the information units into sets. However, Wolters grouping information 
into sets (column 4 lines 35-49 -» Wolters discloses files may be stored in directories). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the teaching from Wolters' of grouping information into sets 
in Howell's method in order to more effectively organize stored information. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Tsakiris (US Patent 5736968) "Computer controlled presentation 
system", Tafoya et al: (US Patent 5822525) "Method and system for presentation 
conferencing", Saito et al. (US Patent 4876657) "Presentation display apparatus for 
displaying two different images on separate displays for a listener and a speaker". 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrea N. Long whose telephone number is 571-270- 
1055. The examiner can normally be reached on Mon - Thurs 7:30 am to 5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 671-272-1000. 



Andrea N. Long 
10/16/2006 




